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rejected credit card transaction, or even entirely missing, the Commissioner is authorized to 
charge the unpaid amount to Deposit Account No. 19-0741. 



WAS H_1 6665 13.1 



-1- 



Atty. Dkt No. 023971-0371 



If any extensions of time are needed for timely acceptance of papers submitted 
herewith, applicant hereby petitions for such extension under 37 C.F.R. §1.136 and authorizes 
payment of any such extensions fees to Deposit Account No. 19-0741. 

Please direct all correspondence to the undersigned attorney or agent at the address 
indicated below. 




Respectfully submitted. 
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Facsimile: (202) 672-5399 



Attorney for Applicant 
Registration No. 48,892 
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IN^jjfj^gjti&ED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE BOARD OF PATENT APPEALS AND INTERFERENCES 



Appellants: Junpei OGAWA et al. 



Title: HIGH-STRENGTH CONNECTING ROD 

AND METHOD OF PRODUCING SAME 

Appl.No.: 10/771,522 

Filing Date: 02/05/2004 

Examiner: Vinh LUONG 

Art Unit: 3682 

RESPONSE TO NOTICE OF NON-COMPLIANT BRIEF ON APPEAL 



Mail Stop Appeal Brief - Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Sir: 



This is in response to the Notice of Non-Compliant Appeal Brief mailed from the U.S. 
Patent Office on July 20, 2006. 

1) Attached please find a Revised Brief on Appeal. 

2) Statements regarding the status of each amendment to the application after 
final rejection (with regard to box "3" of the Notice) are provided on page 5 of the Revised 
Brief on Appeal. 

3) A concise statement of each ground of rejection (with regard to box "5" of the 
Notice) is presented on page 9 of the Revised Brief on Appeal. 

4) A correct copy of the appealed claims as an appendix thereto (with regard to 
box "7" of the Notice) is provided in "Claims Appendix" spanning pages 36-39 of the 
Revised Brief on Appeal. 
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5) The former "Exhibit Appendix II" (with regard to box "8" of the Notice) is no 
longer present in the Revised Brief on Appeal, and thus the publication "Review of the 
Performance of High Strength Steels Used Offshore," is not in the Revised Brief on Appeal. 

The Commissioner is hereby authorized to charge any additional fees which may be 
required regarding this application under 37 C.F.R. §§ 1.16-1.17, or credit any overpayment, 
to Deposit Account No. 19-0741 . Should no proper payment be enclosed herewith, as by the 
credit card payment form being unsigned, providing incorrect information resulting in a 
rejected credit card transaction, or even entirely missing, the Commissioner is authorized to 
charge the unpaid amount to Deposit Account No. 19-0741. 

If any extensions of time are needed for timely acceptance of papers submitted 
herewith, applicant hereby petitions for such extension under 37 C.F.R. §1.136 and authorizes 
payment of any such extensions fees to Deposit Account No. 19-0741. 

Please direct all correspondence to the undersigned attorney or agent at the address 
indicated below. 




Customer Number: 22428 
Telephone: (202) 295-4747 
Facsimile: (202) 672-5399 



Registration No. 48,892 
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REAL PARTY IN INTEREST 



The real party in interest is Nissan Motor Co., LTD. 
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RELATED APPEALS AND INTERFERENCES 



There are no related appeals and interferences. 
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STATUS OF CLAIMS 

The following constitutes a statement of the status of all the claims, wherein all claims 
currently rejected (claims 1, 2, 4, 19 and 21-25) are hereby appealed: 



1. Rejected 

2. Rejected 

3. Objected To 

4. Rejected 
5-18. Withdrawn 

19. Rejected 

20. Allowed 
21-25. Rejected 
26 - 28. Withdrawn 
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STATUS OF AMENDMENTS 

1) There are no claim amendments that have not been entered. 

2) There is only one specification amendment that has not been entered. This 
is proffered amendment to the paragraph starting on line 6 of page 24 of the specification. 
The proffered amendment is presented in bold highlighting below. 

The high-strength connecting rod of this invention is a connecting rod so shaped as to 
have a connecting beam section, a big end, a small end and a joining section as stated above. 
The connecting rod has a portion of the smallest cross sectional area in its connecting beam 
section, a portion of the lowest fatigue strength at its big or small end, and a portion of 
varying fatigue strength in its joining and connecting beam sections. In another 
embodiment, a portion which is the lowest in fatigue strength exists in at least one of the 
big and small ends, and a portion which varies in fatigue strength exists in e ach of the 
first and second joining sections and in the connecting beam sections. The connecting 
rod is so made that the product of its cross sectional area and fatigue strength at cross section 
of its joining and connecting beam sections may be equal to or greater than the product of its 
cross sectional area and fatigue strength in its portion of the smallest cross sectional area in its 
connecting beam section. The connecting rod contains 0.73% or less of C on a mass basis 
(i.e., % by weight) and is so made that the cross section of each of its connecting beam and 
joining sections may be composed of a tempered martensitic structure or a ferritic-pearlitic 
structure, or a mixture of these structures satisfying relational expression or Eq. (1) given 
above. At least the entire cross section of its portion of the smallest cross sectional area in its 
connecting beam section may be of a tempered martensitic structure. Therefore, it is possible 
to achieve a reduction of residual stress in its fully hardened portion and its boundary of 
hardening, an improvement in the fatigue strength of the connecting rod and a reduction in the 
weight of the part. 
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SUMMARY OF CLAIMED SUBJECT MATTER 

Claim 1 : Claim 1 recites a connecting rod which may be used, for example, to 
connect a crank shaft to a piston in an internal combustion engine. Referring to Figs. 1 and 2, 
and the specification, for example, at page 9, line 19 to page 11, line 21, the connecting rod 
10 includes a connecting beam section / main body 40, a big end 20 axially opposite a small 
end 60, a first joining section 30 located between the connecting beam section 40 and the big 
end 20 to connect the beam section 40 and the big end 20, and a second joining section 50 
located between the connecting beam section 40 and the small end 60 to connect the beam 
section 40 and the small end 60. As may be seen from Figs. 1 to 6, each of the first and 
second joining sections (30, 50) gradually and continuously decreases in cross sectional area 
toward the connecting beam section (40). 

Claim 1 further recites that "each of the first and second joining sections . . . has a 
strength distribution in which a strength increases with a decrease in the cross sectional 
area." (Emphasis added.) That is, as opposed to a prior art connecting rod where strength 
decreases with a decrease in cross sectional area, the connecting rod has a strength 
distribution that changes in an opposite maimer. Fig. 7, in view of Fig. 1, graphically 
illustrates this feature of claim 1, as is detailed on page 11, lines 22 to page 12, line 16 of the 
specification. This feature imparts the advantage of providing a connecting rod that is easily 
machined in the areas where machining must take place (e.g., at/near the big and small ends 
which rotationally connect to the crank shaft and piston respectively), due to the relatively 
low strength in these locations, and a rod that has relatively high strength in locations that do 
not need to be machined, which correspond to sections of relatively lower cross sectional 
area. The connecting rod is easily machined in these areas because the hardness of the 
material is low. This invention provides the "best of both worlds": ease of machineability in 
areas which must be machined, and high strength in areas that need not be machined. 



Claim 2 : Claim 2 recites a connecting rod as claimed in claim 1, wherein the 
strength distribution is based on a proportion (%) of martensite. Fig. 9 presents a graphic 
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depiction of the change in the proportion of martensite with respect to location on the 
connecting rod (as well as depicting the cross sectional area of the rod with respect to location 
on the connecting rod). The specification, from page 12, line 21 to page 14, line 8, for 
example, details the features of claim 2. 

Claim 3 : Claim 3, which is allowed, recites a connecting rod as claimed in 
Claim 2, wherein the proportion of martensite (%) changes based on a change of the cross 
sectional area of each of the first and second joining sections in a manner to satisfy a 
relationship represented by the following formula: 

D/D min > l/((l-a) x Ms/100 + a) 

where D m i n is the minimum value of the cross sectional area of each of the first 
and second joining sections; and a is a value obtained by dividing a buckling stress without 
hardening by a buckling stress with hardening. The specification, from page 12, line 31, to 
page 13, line 1 1, for example, details the features of claim 3. 

Claim 4 : Claim 4 recites a connecting rod as claimed in claim 2, wherein the 
strength distribution is formed based on a distribution in at least one of a hardening 
temperature and a tempering time for each of the first and second joining sections. The 
specification details this feature, for example, from page 12, line 21, to page 15, line 31. 

Claim 19 : Claim 19 recites a novel connecting rod which also may be used, for 
example, to connect a crank shaft to a piston in an internal combustion engine. Referring to 
Figs. 1 and 2, and the specification at page 9, line 19 to page 10, line 32, page 21, line 27 to 
page 25, line 2 and the example on page 32, line 4 to page 33, line 15, the connecting rod 10 
includes a connecting beam section / main body 40, as is detailed in claim 1, with the further 
feature that the connecting beam section has "a smallest cross sectional area portion which is 
the smallest in cross sectional area throughout the connecting rod." As with claim 1, the 
connecting rod also has a big end 20 axially opposite a small end 60, a first joining section 30 
located between the connecting beam section 40 and the big end 20 to connect the beam 
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section 40 and the big end 20, and a second joining section 50 located between the connecting 
beam section 40 and the small end 60 to connect the beam section 40 and the small end 60. 
As may be seen from Figs. 1 to 6, each of the first and second joining sections (30, 50) 
gradually and continuously decreases in cross sectional area toward the connecting beam 
section (40). 

Claim 19 further recites the feature of "a lowest fatigue strength portion which is the 
lowest in fatigue strength [that] exists in at least one of the big and small ends," along with 
the feature of "a variable fatigue strength portion which varies in fatigue strength that exists 
in each of the first and second joining sections and in the connecting beam section." Further, 
according to claim 19, (a) a product of (i) the cross sectional area and (ii) the fatigue strength 
at a cross section of each of the joining and connecting beam section is equal to or greater 
than (b) a product of (iii) the cross sectional area and (iv) the fatigue strength in the smallest 
cross sectional area portion in the connecting beam section. 

As with claim 1, claim 19 provides a connecting rod that is both easily machined in 
the locations that need machining, and strong in the locations that need strength. 
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GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

In the Final Office Action dated September 22, 2005, claims 1, 2, 4, 19 and 21-25 
stand variously rejected under 35 U.S.C. §112, first paragraph, 35 U.S.C. §1 12, second 
paragraph, and 35 U.S.C. §102(b). As the Advisory Action of February, 2006, provides no 
relief with respect to any rejection of any claim, it is presumed that the rejections of these 
claims under each statute section/subsection still stand. Claim 3 is objected to as being 
dependent from a rejected claim (but would be allowable if placed in independent form). 

A brief statement of each ground of rejection follows. 

I. Rejections Under 35 U.S.C. S112, First Paragraph 

In the Final Office Action, claims 19 and 21-25 were rejected under 35 U.S.C. §112, 
first paragraph, as failing to comply with the written description requirement. 

II. Rejections Under 35 U.S.C. SI 12, Second Paragraph 

In the Final Office Action, claims 19 and 21-25 were rejected under 35 U.S.C. §112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly claim 
the subject matter which Appellant regards as the invention. 

III. Rejections Under 35 U.S.C. S 102 

In the Office Action of September, 2005, Claims 1, 2 and 4 stand rejected under 35 
U.S.C. § 102(b) as being anticipated by Japanese Utility Model JP 10-306317 ("JP '317"). 
Claim 1 is further rejected under this same statute in view of U.S. Patent No. 5,048,368 to 
Mrdjenovich ("Mrdjenovich") or in view of U.S. Patent No. 5,737,976 to Haman ("Haman"). 
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ARGUMENT 

Each ground of rejection is traversed for the following reasons. 

I. Rejections of Claims 19 and 21-25 Under 35 U.S.C. S112. First Paragraph 

In the Final Office Action, claims 19 and 21-25 were rejected under 35 U.S.C. §112, 
first paragraph, as failing to comply with the written description requirement. Claim 19 is 
specifically rejected on the grounds that it "claims(s) subject matter which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art 
that the inventor at the time the application was filed, had possession of the claimed 
invention." In support of this rejection, the Office Action alleges that the drawings do not 
show features such as "( a ) the lowest fatigue strength portion in at least one of the big and 
small ends 20 and 60," and "(b) the "variable fatigue strength portion in each of the first and 
second joining sections 30 and 50 and the connecting beam section 40." The Office Action 
further alleges that "the drawings do not show any variable fatigue strength portion Q." 
(September Office Action, paragraph spanning pages 4-5, emphasis added.) 

The Office Action further alleges, under the auspices of claiming subject matter which 
was not described in the specification in such a way as to reasonably convey possession, that 
it "is unclear as to how Appellant makes: (a) the lowest fatigue strength portion in at least 
one of the big and small ends 20 and 60"; and (b) the "claimed variable fatigue strength 
portion in the sections 30, 40 and 50." (September Office Action, page 5, first full paragraph, 
emphasis added.) 

In view of the fact that the September 2005 Final Office Action only contains 
comments directed to independent claim 19 (from which claims 21-25 depend), Appellants 
hereby argue against the rejection of claims 19 and 21-25 under 35 U.S.C. §112, first 
paragraph, for failure to comply with the written description requirement as a group, i.e., 
based only on the wording of independent claim 19. 

A. Preliminary Matter : The language of claim 19 is supported by the 
original application as filed, because claim 19 claim is almost a verbatim copy of both 
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claim 19 as originally filed and a paragraph in the specification, the only difference 
being that claim 19 was amended to address possible antecedent basis issues. 

Appellants traverse the allegation of failure to comply with the written description 
requirement, relying on (i) the fact that an originally filed claim provides its own support 
vis-a-vis the written description requirement, and (ii) the fact that language of the 
specification may be relied on to support a claim with respect to the written description 
requirement*. In this regard, Appellants provide below a reproduction of claim 19 showing 
how it differs only slightly from originally filed claim 19, followed by a claim chart 
comparing claim 19 as pending to the language of the paragraph spanning pages 3-4 (page 3, 
line 15 to page 4, line 12) of the specification as originally filed. 

As may be seen, the only difference between claim 19 as pending, and claim 19 as 
originally filed and the specification as originally filed is that certain portions of the 
connecting rod were provided with a name, and a singular/plural antecedent basis issue 
(which had resulted in a previous indefiniteness rejection) was alleviated. That is, Appellants 
have only amended claim 19 to alleviate present and future possible antecedent basis issues. 

Specifically, instead of reciting "a portion which is the smallest in cross sectional 
area," the claim was amended to recite "a smallest cross sectional area portion which is the 
smallest in cross sectional area." That is, "a portion which is the smallest in cross sectional 
area" was simply given a name: "a smallest cross sectional area portion." The same is the 
case with respect to "a lowest fatigue strength portion" and "a variable fatigue strength 
portion" Finally, the term "sections" was amended to "section" to overcome the antecedent 
basis rejection present in the prior Office Action (the Office Action of March, 2005). 

19. (As compared to originally filed claim 19) A high- 
strength connecting rod comprising: 

a connecting beam section serving as a main body of the 
connecting rod, the connecting beam section having a smallest cross 



1 Applicants note that the PTO does not allege that the amendments to claim 19 run afoul of the written 
description requirement; the Office Action's only basis its rejection for lack of written description support on the 
allegation of deficiencies in the drawings and the allegation that it is unclear as to how to make the connecting 
rod of claim 19 (both of which are unfounded), as will be detailed below. Regardless, Applicants hereby 
undertake an analysis of the amendments to claim 19 to remove all possible doubt as to whether claim 19 has 
support in the originally filed application. 
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sectional area p ortion which is the smallest in cross sectional area 
throughout the connecting rod; 

a big end located at a first end side of the connecting beam 

section; 

a small end located at a second end side of the connecting 
beam section, the second end side being axially opposite to the first end 
side; 

a first joining section located between the connecting beam 
section and the big end to connect the connecting beam section and the big 
end; and 

a second joining section located between the connecting 
beam section and the small end to connect the connecting beam section 
and the small end; 

wherein each of the first and second joining sections 
gradually and continuously decreases in cross sectional area toward the 
connecting beam section; 

wherein a lowest fatigue strength p ortion which is the 
lowest in fatigue strength exists in at least one of the big and small ends, 
and a variable fatigue strength p ortion which varies in fatigue strength 
exists in each of the first and second joining sections and in the connecting 
beam s ection s section ; 

wherein a product of the cross sectional area and the fatigue 
strength at a cross section of each of the joining and connecting beam 
sections section is equal to or greater than a product of the cross sectional 
area and the fatigue strength in the smallest cross sectional area portion in 
the connecting beam section. 



Claim 19 as Pending: 


Specification As Originally Filed, 
Page 3, line 15 to page 4, line 12: 


A high-strength connecting rod 
comprising: 


A third aspect of the 
present invention resides in 
a high-strength connecting 
rod comprising 


a connecting beam section 
serving as a main body of the 
connecting rod, the connecting beam 


a connecting beam section 
serving as a main body of 
the connecting rod, the 
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section having a smallest cross 
sectional area portion which is the 
smallest in cross sectional area 
throughout the connecting rod; 


connecting beam section 
having a portion which is 
the smallest in cross 
sectional area throughout 
the connecting rod. 


a big end located at a first 
end side of the connecting beam 
section; 


A big end is located at a 
first end side of the 
connecting beam section. 


a small end located at a 
second end side of the connecting 
beam section, the second end side 
being axially opposite to the first end 
side; 


A small end is located at a 
second end side of the 
connecting beam section, the 
second end side being 
axially opposite to the 
first end side. 


a first joining section located 
between the connecting beam section 
and the big end to connect the 
connecting beam section and the big 
end; and 


A first joining section is 
located between the 
connecting beam section and 
the big end to connect the 
connecting beam section and 
the big end. 


a second joining section 
located between the connecting 
beam section and the small end to 
connect the connecting beam section 
and the small end; 


A second joining section is ( 
located between the 
connecting beam section and 
the small end to connect the 
connecting beam section and 
the small end. 


wherein each of the first and 
second joining sections gradually 
and continuously decreases in cross 
sectional area toward the connecting 
beam section; 


In this connecting rod, each 
of the first and second 
joining sections gradually 
and continuously decreases 
in cross sectional area 
toward the connecting beam 
section . 


wherein a lowest fatigue 
strength portion which is the lowest 
in fatigue strength exists in at least 
one of the big and small ends, and a 
variable fatigue strength portion 
which varies in fatigue strength 
exists in each of the first and second 


Addi tionallv , a oortion 
which is the lowest in 
fatigue strength exists in 
at least one of the big and 
small ends, and a portion 
which varies in fatigue 
strength exists in each of 
the first and second joining 
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joining sections and in the 
connecting beam section; 


sections and in the 
connecting beam sections. 


wherein a product of the 
cross sectional area and the fatigue 
strength at a cross section of each of 
tne joining ana conneciing Deam 
section is equal to or greater than a 
product of the cross sectional area 
and the fatigue strength in the 
smallest cross sectional area portion 
in the connecting beam section. 


Further, a product of the 
cross sectional area and the 
fatigue strength at a cross 
section of each of the 
joining and connecting beam 
sections is equal to or i 
greater than a product of 
the cross sectional area and 
the fatigue strength in the 1 
smallest cross sectional 
area portion in the 
connecting beam section. 



As may be clearly seen from the above, there was irrefutable written description 
support for current claim 19 at the time that the application was filed. Apart from a few 
grammatical differences, originally filed claim 19 and the language of the paragraph spanning 
pages 3 to 4 of the specification is an exact duplicate of the language of the claim. Clearly, 
then, the skilled artisan would have recognized that Appellants had possession of the claimed 
subject matter. 

Further, MPEP §2106(V)(B), entitled "Determining Whether the Claimed Invention 
Complies with 35 U.S.C. §112, First Paragraph Requirements," subsection 1, states, 
immediately after discussing the "reasonable conveyance" requirement (used as a basis to 
reject claim 19 and its dependencies) that the "claimed invention subject matter need not be 
described literally, i.e., using the same terms, in order for the disclosure to satisfy the 
description requirement." (Emphasis added) Appellants respectfully submit that the claims 
of the present invention find sufficient written description in the as-filed specification. 

B. First Allegation in the Office Action Regarding Written Description : The 

Office Action alleges, to support the rejection of claim 19 as failing to comply with the 
written description requirement, that "the drawings do not show the claimed features such as 
"(a) the lowest fatigue strength portion in at least one of the big and small ends 20 and 60." 
(September Office Action, paragraph spanning pages 4-5, emphasis added.) 
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Notwithstanding the fact that claim 19 has almost verbatim support in the originally 
filed application, as detailed above, Appellants further submit that failure to show a claimed 
feature in the drawings of an application (assuming arguendo that this is the case), in view of 
an adequate originally filed claim and/or an adequate specification text, does not and cannot 
result in a written description deficiency, as the specification and/or claims, without the 
drawings, may provide written description for a claim. (For that matter, an adequate text 
without any drawings may also provide enablement as well.) 

Further, "the lowest fatigue strength portion" is, at least in part, governed by material 
property, and thus there is no way to schematically show this feature. By way of analogy, a 
piece of 304 stainless steel heat treated to 150 KSI would look the same even if it was instead 
heat treated to 1 70 KSI (the former being of lower fatigue strength), at least in regards to the 
ink drawn schematics utilized in a patent application. It is submitted that the ordinary artisan 
would not need a schematic representation of "a lowest fatigue strength portion" to recognize 
that Appellants were in possession of the invention as claimed in claim 19 - the specification 
and originally filed claim 19 proving such evidence of possession. 

Appellants respectfully submit that the MPEP supports the above positions taken by 
Appellants in traversing the rejection of claim 19 under 35 U.S.C. §112, first paragraph. For 
example, Appellants point to MPEP §2163.04(i) entitled "Burden on the Examiner with 
Regard to the Written Description Requirement," (emphasis added) which states that the 

inquiry into whether the description requirement is met must be 
determined on a case-by-case basis and is a question of fact. In re 
Wertheim, 541 F.2d 257, 262, 191 USPQ 90, 96 (CCPA 1976). A 
description as filed is presumed to be adequate, unless or until 
sufficient evidence or reasoning to the contrary has been presented 
by the examiner to rebut the presumption. See, e.g., In re 
MarzocchU 439 F.2d 220, 224, 169 USPQ 367, 370 (CCPA 1971). 
The examiner, therefore, must have a reasonable basis to challenge 
the adequacy of the written description. The examiner has the 
initial burden of presenting by a preponderance of evidence why a 
person skilled in the art would not recognize in an Appellant's 
disclosure a description of the invention defined by the claims. 
Wertheim, 541 F.2d at 263, 191 USPQ at 97. 
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It is respectfully submitted that no evidence has yet been proffered by the PTO to support the 
rejection of claim 19 under 35 U.S.C. §112, first paragraph. Appellants provide further 
excerpts from this MPEP section in Exhibit Appendix I in support of their position, and 
respectfully submit that the requirements of the MPEP vis-a-vis establishing a prima facie 
case of a lack of written description have not been established. 

C. Second Allegation in the Office Action Regarding Written Description : 

The Office Action alleges that "the drawings do not show the claimed features such as, . . . 
(b) the "variable fatigue strength portion in each of the first and second joining sections 30 
and 50 and the connecting beam section 40." (Final Office Action, paragraph spanning pages 
4-5, emphasis added.) 

In response, Appellants refer to the above discussions in section "B" regarding this 
allegation, as this allegation is not valid with respect to the written description requirement 
for the same reasons detailed with respect to the allegation that the drawings do not show the 
lowest fatigue strength portion. 

D. Third Allegation in the Office Action Regarding Written Description : 

The Office Action alleges that it "is unclear as to how Appellant makes: (a) the claimed 
lowest fatigue strength portion in at least one of the big and small ends 20 and 60; and (b) the 
claimed variable fatigue strength portion in the sections 30, 40 and 50." (September Office 
Action, page 5, first full paragraph.) 

First, assuming arguendo that the factual premise in the Final Office Action were true, 
this has no bearing on whether a claim fails the written description requirement in view of an 
adequate originally filed specification. Second, Appellants respectfully submit that the 
ordinary artisan would have understood how to make the claimed invention based on the 
specification as originally filed. Again, the presence or absence of drawings, in and of itself, 
does not govern the question of whether the skilled artisan would have understood how to 
make an invention . (It further has nothing to do with the written description requirement of a 
claim containing language that is almost exactly verbatim from an originally filed 
specification.) 
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E. Allegation Made During the Interview of January 18, 2006, Regarding 
Written Description : During the interview of January 18, 2006, the PTO alleged that there 
is no support for claim 19 because the specification uses the term "or" and claim 19 uses the 
phrase " at least one of " with respect to the big and small ends. 2 In response, Appellants 
traverse this assertion, relying on the fact that an originally filed claim provides its own 
support vis-a-vis the written description requirement. (Interview Summary of January 18, 
2006). In this regard, claim 19, as originally filed, uses the language "at least one of? 3 and 
thus there is written description support for claim 19 in the originally filed application. 

Further, as seen above, the paragraph spanning pages 3-4 also utilizes the language "at 
least one of with respect to the big and small ends. Thus, the specification provides support 
for this claim as well. 

However, in order to advance prosecution, and without prejudice or disclaimer, 
Appellants proffered an amendment to the specification, as seen above, to recite on page 24 
the exact language at issue of claim 19. No new matter has been added in view of originally 
filed claim 19 and specification at pages 3-4. This amendment was refused entry on the 
grounds that the preamble "In another embodiment" "raises new issues that would require 
further consideration." Although Appellants disagree, and submit that no new issues are 
raised by this amendment, they likewise do not believe that the above proffered amendment 
to page 24 is necessary, as the specification and originally filed claim 19 support the claim 
language "in at least one of the big and small ends. 

In sum, claims 19 and 21-25 are supported by the specification as originally filed. 
These claims do not fail the written description requirement, and the absence of claimed 



2 Specifically, it was alleged that there is no support for claim 19 because the specification, at page 24, 
lines 11-14, states that the "connecting rod has a portion of the smallest cross sectional area in its connecting 
beam section, a portion of the lowest fatigue strength at its big or small end," as compared to the recitation of "a 
lowest fatigue strength portion which is the lowest in fatigue strength exists in at least one of t he big and small 
ends, and a variable fatigue strength portion which varies in fatigue strength exists in each of the first and second 
joining sections and in the connecting beam section." 

3 Claim 19, as originally filed, recites "wherein a portion which is the lowest in fatigue strength exists in 
at least one of lhz big and small ends, and a portion which varies in fatigue strength exists in each of the first and 
second joining sections and in the connecting beam sections." (Emphasis added.) 
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subject matter in the drawings is not dispositive of this issue. Reversal of the rejections under 
35 U.S.C. §112, first paragraph, is respectfully requested. 

II. Rejections Under 35 U.S.C. §112, Second Paragraph 

In the Final Office Action, claims 19 and 21-25 were rejected under 35 U.S.C. §112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly claim 
the subject matter which Appellant regards as the invention. The basis of the rejection 
appears to be the alleged lack of a depiction of various claim features in the drawings. 

A. First Allegation in the Office Action Regarding Indefjniteness : The 

September 2005 Office Action asserted that it "is unclear which portions of the connecting 
rod are the lowest fatigue strength portion and the variable fatigue strength portion claimed in 
claim 19. Appellant is respectfully urged to identify each claimed element with reference to 
the drawings'' (Page 5, third full paragraph, emphasis added.) 

Appellants respectfully submit that, assuming arguendo there is in fact a lack of such 
depiction, this does not make the claims indefinite. The claims clearly define the invention. 
Claim 19 reads: 

wherein a lowest fatigue strength portion which is the lowest in 
fatigue strength exists in at least one of the big and small ends, 
and a variable fatigue strength portion which varies in fatigue 
strength exists in each of the first and second joining sections and 
in the connecting beam section. 

(Emphasis added.) Appellants submit that the claimed portions are self-defining, 
and thus it is clear which portions of the connecting rod are which. Although the 
claims may be broad, this fact alone does not make them indefinite. (MPEP 
§2173.04) 

Appellants respectfully remind the PTO that claims are to be evaluated with the 
ordinary skill test: "Acceptability of the claim language depends on whether one of ordinary 
skill in the art would understand what is claimed, in light of the specification." (MPEP 
§2 173.05(b).) Appellants respectfully submit that one of ordinary skill would readily 
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understand claims 19 and 21-25, and no evidence has been proffered to the contrary. 
Reconsideration is requested. 

B, Second Allegation in the Office Action Regarding Indefiniteness : The 

September 2005 Office Action asserts that the recitations following the second "wherein" 
clause in claim 19 (see above chart) are not "understood since the drawings, such as, Figs. 1, 
2, 1 1, 20, and 21 do not show the instant claimed features:' (Page 5, fourth full paragraph, 
emphasis added.) 

In response, Appellants again submit that the drawings are not definitive of whether a 
claim is indefinite, and submit that the recitations of claim 19 at issue in this allegation are 
not indefinite for the pertinent reasons just detailed above in section "A." 

In sum, claim 19 and 21-25 are not indefinite. Reversal of this rejection is 
respectfully requested. 



III. Rejections Under 35 U.S.C. § 102 

There are only two issues that need be resolved to determine whether the claims are 
anticipated in view of the prior art, both of which are interrelated: (1) is the Office Action 
correct, both procedurally and factually, to disregard a recitation in claim 1 on the grounds 
that the recitation only recites inherent features of previous claim elements (Appellants say 
no, it is not an inherent feature), and (2) is the Office Action correct, both procedurally and 
factually, in its assertion that the disregarded recitation is inherently present in the cited prior 
art references (to which Appellants also say no)? 

The specifics of the rejections will now be discussed. 



In the Office Action of September, 2005, Claims 1, 2 and 4 stand rejected under 35 
U.S.C. §102(b) as being anticipated by Japanese Utility Model JP 10-306317 ("JP '317"). 
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Claim 1 (but no other) is further rejected under this same statute in view of U.S. Patent No. 
5,048,368 to Mrdjenovich ("Mrdjenovich") or in view of U.S. Patent No. 5,737,976 to 
Haman ("Haman"). 

MPEP § 2131, entitled "Anticipation - Application of 35 U.S.C. 102(a), (b), and (e)," 
states that a "claim is anticipated only if each and every element as set forth in the claim is 
found, either expressly or inherently described, in a single prior art reference." Section 103 
amplifies the meaning of this anticipation standard by pointing out that anticipation requires 
that the claimed subject matter must be "identically disclosed or described" by the prior art 
reference. (Emphasis added.) It is respectfully submitted that the cited references do not 
describe (expressly or inherently) each and every element of independent claim 1 , and thus 
also does not describe the subject matter of the claims that depend therefrom. 

A. Claim Element that is Missing from all the References is not an Inherent 
Feature of the Other Claim Elements : Claim 1 recites that "each of the first and second 
joining sections gradually and continuously decreases in cross sectional area toward the 
connecting beam section and has a strength distribution in which a strength increases with 
a decrease in the cross sectional area" (Emphasis added.) That is, there are two portions of 
the connecting rod where, as there is less and less material present, the strength of the 
connecting rod increases, in contrast to how strength usually decreases with less and less 
material present. In an exemplary embodiment according to claim 1 , this strength distribution 
is achieved by "controlling hardening by heat treatment (hardening), so that a distribution 
may be produced in the hardening temperature and/or tempering time during the quenching of 
the joining sections." (Specification, page 12, lines 21-26.) The strength distribution is thus 
obtained as a result of different material properties at various locations of the connecting rod. 
The claim does link the strength distribution to the geometry of the joining sections, because 
this is where the claimed phenomenon takes place, to differentiate the invention from the 
prior art, but it is a change in material properties along the connecting rod that gives rise to 
the strength distribution. 

-20- 

WASH_1 593266.4 



Appl.No. 10/771,522 
Atty. Dkt No. 023971-0371 

The Final Office Action is not entirely clear as to how it treats this recitation. While 
first asserting that the cited references teach each element of claim 1, the Office Action goes 
on to assert that the above-quoted recitation is an inherent result of the other features of 
claim 1 (Final Office Action, paragraph spanning pages 6-7, and pages 10 and 1 1), thus 
raising ambiguity as to whether the Office Action gives patentable weight to this recitation. 

Appellants therefore first address the fact that the patentably distinct language 
following the "wherein" clause is a feature of the invention that must be given patentable 
weight, as it is impossible to evaluate the prior art without first determining the scope of the 
claims. (The facts that relate to why the strength distribution recitation is not an inherent 
feature of the other elements of claim 1 also relate to why the claimed distribution is not 
inherently present in the prior art, and thus the two questions are intertwined.) 

In apparent support of its action to disregard the above-quoted language, the Office 

Action cites Texas Instruments v. ITC, 4 and Griffin v. Bertina 5 as standing for the position that 

"the 'wherein' clause or 'whereby' clause that merely expresses an inherent result, adds 

nothing to claim's patentability." (Final Office Action, page 6, paragraph spanning pages 6 

and 7.) Texas Instruments dealt with the clause "whereby" not "wherein." Griffin did deal 

with the term "wherein" (albeit in the context of establishing a reduction to practice date in an 

interference), but held that the wherein clause could not be disregarded. Specifically, the 

court in Griffin stated that they were 

not persuaded by Griffin's arguments that the "wherein" clauses merely 
state the inherent result of performing the manipulative steps. A party 
seeking to show that it need not establish reduction to practice of every 
feature recited in the count based on the alleged inherency of some of 
those features must show that the "inherent" properties add nothing to 
the count beyond the other recited limitations and are not material to 
the patentability of the invention. 

Griffin V. Bertina, 285 F.3d 1029, 62 USPQ2d 1431, 1434 (Fed. Cir. 2002). 

4 Texas Instruments v. International Trade Commission, 988 F.2d 1 165, 26 USPQ2d 1018 (Fed. Cir. 

1993). 

5 Griffin V. Bertina, 285 F.3d 1029, 62 USPQ2d 1431 (Fed. Cir. 2002). 
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Moreover, even if these case were to be abstracted to cover the present situation, the 
result of Texas Instruments would not apply, and the result of Griffin would apply (the 
strength distribution recitation would be considered a recitation), because the above-quoted 
language does more than merely express an inherent result. That is, the case law cited in the 
Office Action only supports a decision that each claim recitation in claim 1 must be given 
patentable weight. 

The key issue in Texas Instruments and Griffin was the determination of whether a 
claimed feature was an inherent or necessary result of the other claim recitations. "Inherent" 
means that a feature is necessarily present. (See MPEP § 21 12 - discussed in greater detail 
below with respect to the prior art.) That is, the feature is always present. 

The above-quoted recitation regarding the strength distribution is not necessarily 
present in the prior recited elements of claim 1 . This is evinced by the fact that in prior art 
connecting rods, strength decreases with a decrease in cross sectional area, and thus an 
increase in strength with decreasing cross section is not always present. That is, the strength 
distribution clause of claim 1 does more than merely express an inherent result. There is 
simply nothing in the recitations preceding this language that require (or even suggest, for 
that matter) that "the first and second joining sections gradually and continuously decrease in 
cross sectional area toward the connecting beam section" have "a strength distribution in 
which a strength increases with a decrease in the cross sectional area," as would be necessary 
for a result to be inherent. 

The PTO neither cites evidence nor sets forth any explanation to support its position 
that the above quoted language, following the "wherein" clause of claim 1, is an inherent 
result of the prior recitations. In fact, aside from misapplying two cases {Texas Instruments 
and Griffin), one of which {Griffin) supports giving patentable weight to the recitations at 
issue, the only other arguments apparently made in support of this position are circular, 
asserting simply that because claim 1 recites certain features, the other feature is inherent. 
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(This is discussed in greater detail at the end of this section.) Appellants submit that, for the 
PTO to maintain its assertion of inherency, the PTO must identify which element of claim 1 
results in the inherency of the above-quoted language and explain why that element results 
in a strength distribution that increases with decreasing cross sectional area, instead of 
decreasing with decreasing cross sectional area 

Appellants respectfully submit that the claimed elements, individually or combined in 
any combination, do not inherently result in a strength distribution in which a strength 
increases with a decrease in the cross sectional area, and the PTO has not proffered 
evidence to the contrary. 

Indeed, Appellants submit just the opposite: that the elements of claim 1 prior to 
the above-quoted language, without more , do not result in joining sections having a 
strength distribution in which a strength increases with a decrease in the cross sectional 
area. Appellants "more" is obtained as detailed in the specification (controlled 
martensitic transformation, etc.) and differentiates the invention of claim 1 from the 
prior art. The recited strength distribution is not an inherent feature of the prior 
recited elements, and, in fact, is opposite of what is usually the case (the strength 
distribution is one that usually decreases with a decrease in the cross sectional area). 
This is the case not only with the preceding elements of claim 1, but the connecting rods 
of the prior art as well , as will be detailed below. 

The paragraph spanning pages 10-1 1 of the Final Office Action states that it is known 
that "the strength of material improves by the hardening, heat-treatment, and cold forging 
process, etc." citing the text "Mechanical Design and Systems Handbook." Appellants do not 
deny this is the case with respect to most steels. The Office Action goes on to assert that 
"Appellant uses the methods such as hardening, heat-treatment, and cold forging process." 
Appellants do not deny the use of heat-treatment in obtaining embodiments of their 
connecting rod, although the use of heat-treatment is not recited in claim 7. The Office 
Action then comes to the conclusion that "[therefore, the strength distribution of Appellant's 
connecting rod must be improved particularly in the areas where the cross sectional [sic] is 
decreased to prolong life of the connecting rod as taught by standard text books." (Emphasis 
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added.) That is, because Appellants utilize a process that is not recited in claim 1, the results 
of that process must necessarily be present in / flow from claim recitations that have nothing 
to do with the unclaimed process (which of the above 6 claim elements is related to heat- 
treatment?). Because heat-treatment is not claimed in claim 1, this argument further 
underscores the fact that the recited strength distribution is not inherently present in the 
preceding claim elements. 

Also, there is nothing about the preceding facts (heat-treatment is known to improve 
the strength of most steels, and Appellants use heat-treatment to prepare embodiments of their 
connecting rod) that results in a scenario where "the strength distribution of Appellant's 
connecting rod must be improved particularly in the areas where the" cross sectional area is 
decreasing. This evinces, at most, only the capability of "improving" strength. Further, even 
if the alleged "must" result is the case, it still does not result in a strength distribution that 
increases with decreasing cross sectional area. Instead, it results in, arguendo, a strength 
distribution that is "improved" in the areas where cross sectional area is decreasing. 
"Improvement" is not the same as the strength distribution as claimed. Indeed, these 
arguments presented in the Office Action further underscore the fact that the strength 
distribution recitation is decidedly not inherent in the preceding claim recitations. It is 
respectfully submitted that it is wrong that the Office Action does not view the claimed 
strength distribution as giving patentable weight to the invention, as the claimed strength 
distribution is not an inherent feature of any of the preceding claims, and, in fact, 
differentiates the present invention from the prior art. 

In sum, the recitation of a strength distribution in which a strength increases with a 
decrease in the cross sectional area is not an inherent feature of the previous claimed 
elements in claim 1 (nor is it an inherent feature of the prior art, as will be discussed below), 
and thus this recitation must be given patentable weight. 

B. First Allegation of Anticipation : The September Office Action incorrectly 
alleges that claims 1, 2 and 4 are anticipated under 35 U.S.C. § 102(b) by JP '317. 
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1. All Claims 

JP '317 teaches a connecting rod. Assuming arguendo that JP '317 meets each and 
every recitation of claim 1 prior to the strength distribution recitation, JP '317 does not teach, 
either expressly or inherently, first and second joining sections that gradually and 
continuously decrease in cross sectional area as recited and have a strength distribution in 
which a strength increases with a decrease in the cross sectional area. 

The Office Action asserts on page 6 that JP '317 teaches each element of claim 1, 
reciting all of claim 1, word for word. After each recited element, the Office Action identifies 
where the element may be found in the art, with the exception of the recitation regarding the 
strength distribution . This is because JP '317 does not teach this distribution. 

There is no teaching, either expressly or inherently, in JP '317, that the alleged joining 
sections have a strength distribution in which a strength increases with a decrease in the cross 
sectional area, where the joining sections are respectively located between the connecting 
beam section and the big end to connect the connecting beam section and the big end, and 
located between the connecting beam section and the small end to connect the connecting 
beam section and the small end, as is recited in claim 1 . No evidence is proffered by the PTO 
to the contrary. 

Various cross sections are depicted in Figure 12 of JP '317, and there are numerical 
values associated with various positions within the cross sections. It is unclear what these 
numerical values mean, but assuming arguendo that these numerical values are related to 
"strength," JP '317 still does not anticipate claim 1. This is at least because no cross section 
is present in any joining section of JP '317. Instead, cross sections "A" and "C" are taken 
through the big end and the little end, and cross section "B" is taken through the connecting 
portion. These are not through any joining section, and thus, to the extent that JP '317 
teaches features of the material properties at these locations (assumed arguendo to be the 
case), JP '317 still does not teach, either expressly or inherently, features regarding the 
strength distribution in any joining sections. 
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It is unclear whether the Office Action relies on an inherency argument to remedy the 

above identified deficiencies of JP '317 or whether the inherency argument is used 

(incorrectly) to simply eviscerate the strength distribution recitation from the claim, as 

detailed in section "A" above. To the extent that the Office Action is asserting that the prior 

art inherently has the claimed strength distribution, Appellants traverse such assertion, 

pointing to MPEP §21 12, which states that while "a rejection under 35 U.S.C. §102/103 can 

be made when the prior art product seems to be identical except that the prior art is silent to 

an inherent characteristic," the "[E]xaminer must provide rationale or evidence tending to 

show inherency." (MPEP § 21 12, subsections 3 and 4, emphasis added.) It is respectfully 

submitted that no evidence tending to show inherency has been provided in the present Office 

Action. Further, in considering how the inherency concept is being used in the Office Action, 

it is respectfully submitted that § 21 12 inherency is not being properly implemented. In 

arriving at this conclusion, Appellants rely on the following excerpt from MPEP § 21 12: 

The fact that a certain result or characteristic may occur or be 
present in the prior art is not sufficient to establish the 
inherency of that result or characteristic. In re Rijkaert, 9 F.3d 
1531, 1534, 28 USPQ2d 1955, 1957 (Fed. Cir. 1993) (reversed 
rejection because inherency was based on what would result 
due to optimization of conditions, not what was necessarily 
present in the prior art); In re Oelrich, 666 F.2d 578, 581-82, 
212 USPQ 323, 326 (CCPA 1981). "To establish inherency, 
the extrinsic evidence 'must make clear that the mis sins 
descriptive matter is necessarily present in the thing described 
in the reference, and that it would be so recognized by persons 
of ordinary skill. Inherency, however, may not be established 
by probabilities or possibilities. The mere fact that a certain 
thing may result from a given set of circumstances is not 
sufficient.'" In re Robertson, 169 F.3d 743, 745, 49 USPQ2d 
1949, 1950-51 (Fed. Cir. 1999) (citations omitted) (The claims 
were drawn to a disposable diaper having three fastening 
elements. The reference disclosed two fastening elements that 
could perform the same function as the three fastening elements 
in the claims. The court construed the claims to require three 
separate elements and held that the reference did not disclose a 
separate third fastening element, either expressly or inherently.) 

(Emphasis added.) Inherency means that the missing descriptive matter is necessarily present 
in the reference. The courts have allowed the PTO to rely on inherency arguments to free the 



-26- 

WASH_1 593266.4 



Appl.No. 10/771,522 
Atty. Dkt. No. 023971-0371 

PTO from the necessity of finding references which explicitly state that inherent elements are 
present. This is because certain characteristics are inherent, the references will most probably 
not mention these elements, and, as such, will be difficult to find. For example, it is not 
necessary to find a reference that explicitly states that plutonium 239 is radioactive, as 
plutonium 239 is always radioactive. That is, radioactivity is an inherent feature of 
plutonium 239. However, inherency is not a panacea that enables the PTO to use references 
which are deficient in teaching certain elements of a claim. Recognizing the power of the 
inherency argument, the courts have tempered its use, as is seen in § 21 12, where the PTO has 
stipulated that examiners must follow certain procedures before invoking inherency: the 
"examiner must provide rationale or evidence tending to show inherency." In the present 
case, no such rationale or evidence has been provided in the Office Action. Just because it 
may be desirable or useful to have a connecting rod having a strength distribution as claimed 
does not mean that such properties are always present. Just the opposite is true: as pointed 
out above, connecting rods typically have strength distributions that decrease with decreasing 
cross sectional area. The subject matter claimed in claim 1 is not necessarily present in the 
references. It is entirely probable that the references will be practiced without a strength 
distribution that changes as claimed. Just as was the case of the third fastener in the example 
provided in the MPEP quoted above, the subject matter of Appellants' claims is not expressly 
or inherently disclosed in any of the cited references. 

With the above in mind, the Office Action asserts on the second full paragraph on 
page 1 1 of the Final Office Action that 

the connecting rod of JP '3 17, Mrdjenovich, and Haman have 
joining sections that are gradually and continuously decreased in 
cross sectional area towards a connecting beam. Thus, the 
connecting rods of JP '317, Mrdjenovich, and Haman are expected 
to behave in the same manner as Appellant's connecting rod because 
they all have the same sectional profiles. 

That is, the Office Action asserts that because the connecting rods of the prior art look like 
they fall within the scope of some of the recitations of claim 1, the other recitations are met 
by the prior art. This is not the standard for rejecting a claim as anticipated, and to the extent 
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that the Office Action is asserting an inherent result or characteristic, insufficient evidence / 
rationale has been proffered. 

Still further, as demonstrated above in section "A," the strength distribution is not an 
inherent feature of any of the preceding elements of claim 1 , and, therefore, to the extent that 
corresponding elements may be found in a prior art reference, it necessarily follows that, 
without more, those corresponding elements likewise do not have as an inherent feature the 
strength distribution as claimed. 

To reiterate, as detailed in the specification (and above), Appellants obtain their 
strength distribution by the way portions of the connecting rod are treated - some portions are 
treated differently from other portions of the connecting rod during the manufacturing process 
to obtain different material properties {see, for example, Fig. 9 in view of Fig. 1). The 
claimed strength distribution is thus obtained as a result of different material properties at 
various locations of the connecting rod. By linking the strength distribution to the geometry 
of the joining sections, Appellants differentiate the apparatus invention from the prior art, but 
it is a change in material properties along the different sections of the connecting rod that 
gives rise to the claimed strength distribution. Accordingly, two connecting rods that may 
have the exact same dimensions may also have different structural characteristics due to the 
strength of the material. Thus, even though schematics of the prior art may look like they fall 
within the scope of some of the claim elements of claim 1, the prior art does not inherently 
teach the remaining elements of claim 1 . 

In sum, claim 1 is not anticipated because the prior art does not teach, either expressly 
or inherently, a connecting rod having first and second joining sections that gradually and 
continuously decrease in cross sectional area toward a connecting beam section and having a 
strength distribution in which a strength increases with a decrease in the cross sectional area. 

2. Claim 2: 
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Claim 2 recites a connecting rod as claimed in Claim 1, wherein the strength 
distribution is based on a proportion (%) of martensite. Claim 2 is allowable at least due to 
its dependency from claim 1, but also because JP '317 does not teach, either expressly or 
inherently, this feature. 

In rejecting claim 2, the Office Action repeats the recitations of claim 2, and asserts 
that the English abstract of JP '317 teaches these recitations. (See first full paragraph of 
page 7 of the September Office Action.) While it is true that JP '317 does refer to quenching 
to promote martensitic transformation, there is no teaching in JP '317 that the specific 
strength distribution is based on a proportion (%) of martensite. Thus, the Office Action 
appears to be making another inherency argument. 

Indeed, the Office Action acknowledges that "JP '317 does not explicitly so 
describe [e] "the recitations of claim 2. (Final Office Action, end of paragraph spanning pages 
11-12, emphasis added). Thus, for JP '317 to anticipate claim 2, it must inherently teach 
each element of the claim, as MPEP § 2131 states that a "claim is anticipated only if each and 
every element as set forth in the claim is found, either expressly or inherently described, in a 
single prior art reference." Therefore because, as the Office Action recognizes, JP '317 does 
not explicitly describe claim 2, the only way for JP '317 to anticipate claim 2 is for the 
missing recitations of claim 2 to be inherent in JP '317, which it is not. 

As discussed above with respect to claim 1, inherency means that the missing subject 
matter is necessarily present - it is always there (MPEP §21 12). It is not always the case that 
a strength distribution is controlled by the percentage of martensite in a structure. This is 
because there are other structures may be present in JP '317 that would influence the strength. 
For example, the presence of bainite would influence the strength distribution, and thus it 
does not necessarily follow that simply because a structure contains martensite, that structure 
has a strength distribution that changes on a proportion of martensite, as bainite that is present 
also influences the strength. In support of this proposition, Appellants proffered an article 
entitled Review of the Performance of High Strength Steels Used Offshore 6 in the Response 

6 Review of the Performance of High Strength Steels Used Offshore, prepared by Cranfield University, 
2003 (e.g., pages 6, 35, 71, 107 and 110), evincing that bainite influences strength. 
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of January, 2006, as evidence rebutting the position taken in the Office Action regarding an 
inherent relation between the presence of martensite in a steel and a strength distribution 
based on a proportion of martensite. 

In the paragraph spanning pages 1 1-12 of the Final Office Action, the Office Action 
asserts that it is known that the presence and amount of Martensite present in a steel 
component may influence strength. Appellants agree. However, JP '317 does not teach a 
strength distribution which varies as claimed is based on a proportion of martensite. JP '317 
only teaches that a martensitic transformation takes place. Thus, JP '317 does not teach a 
variation in strength based on a percentage of martensite. 

The Office Action generally points to an entire chapter of a text book, Mechanical 
Design and Systems Handbook, (Exhibit Appendix II), without specifying a specific page or 
range of pages of the 33 pages cited, alleging that the handbook "clearly teach [sic] that the 
strength distribution is based on a proportion (%) of martensite." (September Office Action, 
last sentence of paragraph spanning pages 11-12.) This is not so. All that the handbook 
teaches is that martensite influences the strength of steel. The handbook says nothing about a 
strength distribution within a piece of steel being based on a proportion of martensite, and 
nothing about a distribution that varies as claimed based on a proportion of martensite. 
Appellants respectfully submit that the recitations of claim 2 are not sufficiently being 
examined. 

Because JP '317 does not explicitly teach each element of claim 2, as is admitted in 
the Office Action, and because JP '317 does not inherently teach each element of claim 2, 
claim 2 is not anticipated for a second reason (the first being due to its dependency). 

3. Claim 4: 
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Claim 4 recites a connecting rod as claimed in Claim 2, wherein the strength 
distribution is formed based on a distribution in at least one of a hardening temperature and a 
tempering time for each of the first and second joining sections. 

In rejecting claim 4, the Final Office Action asserts that the "strength distribution is 
inherently formed based on [replication of the claim language of claim 4]," citing the 
Derwent English language translation of the abstract of JP '317. (September Office Action, 
page 7, emphasis added.) The Office Action goes on to again generally rely on chapter 17 
Mechanical Design and Systems Handbook, this time asserting that an entire chapter (without 
specifying a page or a page range within the chapter) "clearly teach [sic] that the strength 
distribution is inherently or must be based on [the claim langue of claim 4]." (September 
Office Action, page 12, first full paragraph.) 

Appellants respectfully submit that there is nothing in the Derwent English Abstract 
of JP '317 that demonstrates that the strength distribution is inherently formed based on a 
distribution in at least one of a hardening temperatures and a tempering time for each of the 
first and second joining sections. First, there is no reference to temperature or time in the 
Abstract. Second, for a feature to be inherent, that feature must occur each and every time, 
pursuant to MPEP §2112. Since there is no evidence that this feature occurs each and every 
time the teachings of JP '317 are implemented, claim 4 is not inherently anticipated by this 
reference. 

Moreover, there is nothing in the cited handbook regarding a strength distribution 
within a piece of steel, and nothing regarding a strength distribution that varies as claimed. 
Further, strength may be influenced by factors other than hardening temperature and a 
tempering time, such as, for example, whether the metal was cold worked, the composition of 
the metal, etc. Thus, assuming arguendo that a reference may be found that teaches that a 
strength distribution may be based on hardening temperature and tempering time, such a 
reference still does not make it inherent (i.e., it is always the case) that JP '317 teaches a 
strength distribution that is "formed based on a distribution in at least one of a hardening 
temperate and a tempering time,." as there are other ways to influence strength, and JP '317 is 
silent as to time and temperature. 
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In summary, claim 4 is not anticipated because JP '317 does not inherently teach each 
element of this claim, in addition to being allowable due to its dependency from claim 1 . 

C. Second Allegation of Anticipation : The Final Office Action alleges that 
claim 1 is anticipated under 35 U.S.C. § 102(b) by Mrdjenovich. Specifically, the Office 
Action directs the Appellant to see "cross sections shown in Figs. 7 and 6 that gradually and 
continuously decrease in cross sectional area towards the connecting beam section 1 1 as seen 
in Figs. 2 and 3." (September Office Action, page 7, fourth full paragraph.) The Office 
Action goes on to assert that the connecting rod of Mrdjenovich is "expected to behave in the 
same manner as Appellant's connecting rod because [it has] the same sectional profiles." 
(September Office Action, page 11, second full paragraph.) 

As with JP '317, the Office Action never identifies where Mrdjenovich teaches a 
connecting rod where "each of the first and second joining sections gradually and 
continuously decreases in cross sectional area toward the connecting beam section and has a 
strength distribution in which a strength increases with a decrease in the cross sectional 
area" Instead, the Office Action again merely asserts, as it did with JP '317, that because the 
connecting rods of the prior art look like they fall within the scope of some of the recitations 
of claim 1, the other recitations are met by the prior art. Again, Appellants reiterate that this 
is not the standard for rejecting a claim as anticipated. Moreover, as this feature is not 
inherent in the prior recitations of claim 1, there is no reason to believe that this feature is 
inherently present in any corresponding recitations, as detailed above with respect to JP '317. 

Appellants thus traverse the rejection of claim 1 in view of Mrdjenovich, and submit 
that the same arguments detailed above with respect to the deficiencies of JP '317 are 
applicable to Mrdjenovich. 

D. Third Allegation of Anticipation : The September Office Action alleges that 
claim 1 is anticipated under 35 U.S.C. § 102(b) by Haman. Specifically, the Office Action 
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directs the Appellant to see "cross sections 103 and 105 shown in Fig. 2 that gradually and 
continuously decrease in cross sectional area towards the connecting beam section 101." 
(September Office Action, page 7, sixth full paragraph.) The Office Action goes on to assert 
that the connecting rod of Haman is "expected to behave in the same manner as Appellant's 
connecting rod because [it has] the same sectional profiles." (September Office Action, page 
1 1 , second full paragraph.) 

As with JP '317, the Office Action never identifies where Haman teaches a 
connecting rod where "each of the first and second joining sections gradually and 
continuously decreases in cross sectional area toward the connecting beam section and has a 
strength distribution in which a strength increases with a decrease in the cross sectional 
area." Instead, the Office Action again merely asserts, as it did with JP '317, that because the 
connecting rods of the prior art look like they fall within the scope of some of the recitations 
of claim 1, the other recitations are met by the prior art. Again, Appellants reiterate that this 
is not the standard for rejecting a claim as anticipated. Again Appellants also point out that as 
this feature is not inherent in the prior recitations of claim 1, there is no reason to believe that 
this feature is inherently present in any corresponding recitations, as detailed above with 
respect to JP '317. 

Appellants thus traverse the rejection of claim 1 in view of Haman, and submit that 
the same arguments detailed above with respect to the deficiencies of JP '317 are applicable 
to Haman. 

IV. Refusal to Evaluate Claims 19 and 21-25 for Anticipation and Obviousness 

The Office Action of September, 2005, refuses to examine claims 19 and 21-25, 
which were rejected under 35 U.S.C. §112, first and second paragraphs, in view of the prior 
art. 

As detailed above, these claims are neither indefinite, nor in violation of the written 
description requirement. Moreover, the refusal in the Office Action to examine these claims 
in view of the prior art is in direct contradiction with MPEP §2143.03, second paragraph, 

-33- 

WASH_1 593266.4 



Appl. No. 10/771,522 
Atty. Dkt. No. 023971-0371 

which states that "claim limitation which is considered indefinite cannot be disregarded. 
(MPEP §2143.03, second paragraph, emphasis added.) MPEP §2143.03 also states that if "a 
claim is subject to more than one interpretation, at least one of which would render the claim 
unpatentable over the prior art, the examiner should reject the claim as indefinite . . . and 
should reject the claim over the prior art based on the interpretation of the claim that renders 
the prior art applicable." (MPEP §2143.03, second paragraph, emphasis added.) 

In any event. There are no rejections of claims 19 and 21-25 over the prior art. 
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CONCLUSION 

Appellants respectfully request that all rejections be reversed for the reasons set forth 

above. 



Respectfully submitted, 




Telephone: (202) 295-4747 

Facsimile: (202) 672-5399 Richard L. Schwaab 

Registration No. 25,479 
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1 . A connecting rod comprising: 

a connecting beam section serving as a main body of the connecting rod; 

a big end located at a first end side of the connecting beam section; 

a small end located at a second end side of the connecting beam section, the 
second end side being axially opposite to the first end side; 

a first joining section located between the connecting beam section and the big 
end to connect the connecting beam section and the big end; and 

a second joining section located between the connecting beam section and the 
small end to connect the connecting beam section and the small end; 

wherein each of the first and second joining sections gradually and 
continuously decreases in cross sectional area toward the connecting beam section and has a 
strength distribution in which a strength increases with a decrease in the cross sectional area. 

2. A connecting rod as claimed in Claim 1 , wherein the strength distribution is 
based on a proportion (%) of martensite. 

4. A connecting rod as claimed in Claim 2, wherein the strength distribution is 
formed based on a distribution in at least one of a hardening temperature and a tempering 
time for each of the first and second joining sections. 

19. A high-strength connecting rod comprising: 
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a connecting beam section serving as a main body of the connecting rod, the 
connecting beam section having a smallest cross sectional area portion which is the smallest 
in cross sectional area throughout the connecting rod; 

a big end located at a first end side of the connecting beam section; 

a small end located at a second end side of the connecting beam section, the 
second end side being axially opposite to the first end side; 

a first joining section located between the connecting beam section and the big 
end to connect the connecting beam section and the big end; and 

a second joining section located between the connecting beam section and the 
small end to connect the connecting beam section and the small end; 

wherein each of the first and second joining sections gradually and 
continuously decreases in cross sectional area toward the connecting beam section; 

wherein a lowest fatigue strength portion which is the lowest in fatigue 
strength exists in at least one of the big and small ends, and a variable fatigue strength portion 
which varies in fatigue strength exists in each of the first and second joining sections and in 
the connecting beam section; 

wherein a product of the cross sectional area and the fatigue strength at a cross 
section of each of the joining and connecting beam section is equal to or greater than a 
product of the cross sectional area and the fatigue strength in the smallest cross sectional area 
portion in the connecting beam section. 

21 . A high-strength connecting rod as claimed in Claim 19, wherein the high 
strength connecting rod is formed of a steel including, on mass basis, 0.20 to 0.43% of C, 
0.05 to 2.0% of Si, 0.30 to 1.40% of Mn, less than 0.07% of P, 2.5% or less of Cr, 0.05% or 
less of Al and 0.005 to 0.03% of N, and at least one selected from the group consisting of 
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0.03 to 0.5% of V, 0.005 to 0.5% of Nb and 0.005 to 0.5% of Ti, the balance being Fe and 
impurities. 

22. A high-strength connecting rod as claimed in Claim 19, wherein the high- 
strength connecting rod is formed of a steel including, on mass basis, 0.20 to 0.43% of C, 
0.05 to 2.0% of Si, 0.30 to 1.40% of Mn, 0.07 to 0.15% of P, 2.5% or less of Cr, 0.05% or 
less of Al, 0.005 to 0.03% of N, and at least one selected from the group consisting of 0.03 to 
0.5% of V, 0.005 to 0.5% of Nb and 0.005 to 0.5% of Ti, the balance being Fe and impurities. 

23. A high-strength connecting rod as claimed in Claim 21, wherein the steel 
further includes, on mass basis, at least one selected from the group consisting of 2.0% or less 
of Ni, 1.0% or less of Mo, and 0.0010 to 0.0030% of B. 

24. A high-strength connecting rod as claimed in Claim 21, wherein the steel 
further includes, on mass basis, at least one selected from the group consisting of 0.2% or less 
of S, 0.3% or less of Pb, 0.1% or less of Ca, and 0.3% or less of Bi. 

25. A high-strength connecting rod as claimed in Claim 19, wherein the high- 
strength connecting rod has been subjected to shot peening. 
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EVIDENCE APPENDIX 

No evidence is hereby submitted. 
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RELATED PROCEEDINGS APPENDIX 



There are no related proceedings. 
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EXHIBIT APPENDIX I 
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In rejecting a claim, the examiner must set forth express findings of fact which support the 
lack of written description conclusion (see MPEP § 2163 for examination guidelines 
pertaining to the written description requirement). These findings should: 

(A) Identify the claim limitation at issue; and 

(B) Establish a prima facie case by providing reasons why a person skilled in the art at the 
time the application was filed would not have recognized that the inventor was in possession 
of the invention as claimed in view of the disclosure of the application as filed. A general 
allegation of "unpredictability in the art" is not a sufficient reason to support a rejection for 
lack of adequate written description. A simple statement such as "Appellant has not pointed 
out where the new (or amended) claim is supported, nor does there appear to be a written 

description of the claim limitation ' ' in the application as filed." may be sufficient where 

the claim is a new or amended claim, the support for the limitation is not apparent, and 
Appellant has not pointed out where the limitation is supported. 

When appropriate, suggest amendments to the claims which can be supported by the 
application's written description, being mindful of the prohibition against the addition of new 
matter in the claims or description. See Rasmussen, 650 F.2d at 1214, 21 1 USPQ at 326. 
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EXHIBIT APPENDIX II 



The attached document was utilized as a reference against Appellants for the first time 
in the Final Office Action of September, 2005, which is where it first appears in the record. 
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Approx tensile 
strength level, 

psi . 
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225,000 
Greater 
than 300,0005 , 


Requirement 


Strength and 
. toughness 
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Wear resist- 
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Applications 


Gears, shafts, splines 
Gears, drive shafts 
Valve stems, seals, dy- 
namic faceplates 
High-temperature power 
gears, shafts, pistons 


Case 
depth 
Rockwell 

L> 


53-58 
50-55 
65-70 

67-72 


Case 
hardness, 
in. 


0.025-0:035 
0.025-0.035 
0.020-0.025 

0.015-0.020 


Nitriding 
treatment 
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Steel 


4140 
4340 
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Typical 
applications 




Gas-turbine rotor 

disks 
Gas-turbine parts, 

blading, bolting 




Jet-engine buckets 

Jet-engine parts, 
sheet alloy 




Jet-engine blades 
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